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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, nnay a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 
• Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)^ Responsive to communication(s) filed on 17 October 2005 , 
2a)l3 This action is FINAL. 2b)n This action is non-final. 

3) n Since this application is in condition for allowance except for fonmal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 , 453 O.G. 21 3, 

Disposition of Claims 

4) 13 Claim(s) 1-10, 12, 14-16, 18,38 and 39 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 13 Claim(s) 38 is/are allowed. 

6) 13 Claim(s) 1.7.9,12.14-16 and 39 is/are rejected. 

7) 13 Claim(s) 2-6.8,10 and 18 is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner 

10) ^ The drawing(s) filed on 16 October 2001 is/are: a)M accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 185(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action orfomri PTO-152. 

Priority under 35 U.S.C, § 119 

12) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C, § 119(a)-(d) or (0- 
a)n All b)n Some * c)^ None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) □ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) □ Information Disclosure Statement{s) (PTO-1449 or PTO/SB/08) 5) □ Notice of Informal Patent Application (PTO-152) 

Paper No(s)/Mall Date . 6) O Other: . 



U.S. Patent and Trademark Office 

PTOL-326 (Rev. 7-05) 



Office Action Summary 



Part of Paper No./Mail Date 20051227 
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DETAILED ACTION 



1. Applicant's amendment and remarks dated 17 October 2005 have been 
received in application serial number 09/978,383. All comments have been taken into 
consideration. 



Response to Arguments 



2. Applicant's arguments filed 17 October 2005 have been fully considered but they 
are not persuasive. Applicant has amended the preamble of claim 1 to state 
"endovascular". This limitation in the preamble breaths no life into the body of the claim. 
See MPEP 21 1 1 .02 which states: 

A] claim preamble has the Import that the claim as a whole suggests for it." Bell 
Communications Research, Inc. v. Vitalink Communications Corp., 55 F.3d 615, 

620, 34 USPQ2d 1816, 1820 (Fed. Cir. 1995). "If the claim preamble, when read in the context of the entire claim, 
recites limitations of the claim, or, If the claim preamble is 

necessary to give life, meaning, and vitality' to the claim, then the claim preamble should be construed as if in the 
balance of the claim." Pitney Bowes, Inc. v. Hewlett-Packard Co., 182 F.Sd 1298, 1305, 51 USPQ2d 1161, 1165-66 
(Fed. Cir. 1999). See also Jansen v. Rexail Sundown, Inc., 342 F.3d 1329, 1333, 68 USPQ2d 1154, 1158 
(Fed. Cir. 2003)(ln considering the effect of the preamble in a claim directed to a method of treating or preventing 
pernicious anemia in humans by administering a certain vitamin preparation to "a human in need thereof," the court 
held that the claims' recitation of a patient or a human "in need" gives life and meaning to the preamble's statement of 
purpose.). Kropa v. Robie, 187 F.2d 150, 152, 88 USPQ 478, 481 (CCPA 1951) (A preamble reciting "An abrasive 
article" was deemed essential to point out the invention defined by claims to an article comprising abrasive grains and 
a hardened binder and the process of making it. The court stated "it is only by that phrase that it can be known that 
the subject matter defined by the claims is comprised as an abrasive article. Every union of substances capable inter 
alia of use as abrasive grains and a binder is not an abrasive article.'" Therefore, the preamble served to further 
define the structure of the article produced.). 



3. It is further the examiners opinion that the device of Kokish is an endovascular 
device because it is utilized in the vascular structure and is left there for a period of time 
until a procedure is completed. 
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Claim Rejections - 35 USC § 102 




4. The following is a quotation of the appropria^pfragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

5. Claims 1, 7, 9, 12, 14-16 and 39 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Kokish 6,391 ,002. Kokish teaches with respect to figure 1 a stent 
delivery catheter comprising a tubular member 26, an outer covering, balloon 14, sealed 
to portions of the tubular member and the balloon member 26 at end 22, an expandable 
pocket defined between the tubular member and the balloon to accommodate a pre- 
determined agent, the a balloon inflation fluid, to form a seal ring, and at least one 
channel 27 in fluid communication with the pocket configured to not constrain the seal 
ring upon formation. The balloon is inherently impervious to the inflation fluid, is shown 
as being pleated about the pocket, note ends 19 and 20 of the balloon, and the pocket 
singulary circumscribes the tubular member in an annular shape Alternatively, if one 
does not consider the ends 19 and 20 of the balloon as being pleated, then it should be 
noted that in accordance with column 3 lines 63-65 of the Kokish disclosure, the balloon 
is made of a low-compliant, or inelastic, material. It is well known that inelastic balloons 
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prior to inflation are wound, or pleated, about the tubular member prior to insertion into 
the body. 

Allowable Subject Matter 

6. Claims 2-6, 8, 10 and 18 are objected to as being dependent upon a rejected 
base claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

7. Claim 38 is allowed. 



Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1,1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
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the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Suzette J. Jackson whose work schedule is Monday- 
Friday 9-6:30 off every other Friday and whose telephone number is 571-272-4751 . 

The fax phone numbers for the organization where this application or proceeding 
is assigned are 703-872-9306. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-308- 
0858. 




Suzette J-J Gherbi 
27 December 2005 



